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DETAILED ACTION 

1 . This Office Action is responsive to the amendment filed on 06/1 7/2009. 

2. The objections and rejections not addressed below are deemed withdrawn. 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office Action. 



Claim Rejections - 35 USC § 102/§ 103 

4. Claims 1-6 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 1 03(a) as obvious over Maruyama et al, US470751 2. 

5. The rejection stands as per the reasons outlined in the previous Office Action, 
incorporated herein by reference. Regarding the newly added limitation in claim 2 that 
the compatibilizer is a reactive compatibilizer, it has been held that a chemical 
composition and its properties are inseparable. Therefore, if the prior art teaches the 
identical chemical structure, the properties applicant discloses and/or claims are 
necessarily present, see In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. 
Cir. 1990) (MPEP § 2112.01). As discussed in the previous Office Action, one of 
ordinary skill in the art would reasonably expect that the composition of Maruyama 
would contain a compound having the same structure as the claimed resin modifier; 
examiner therefore takes the position that the properties of said compound would 
necessarily be the same as claimed and inherently be not materially different from those 
of the claimed invention. 
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6. Claims 1-6 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Sakai et al, JP 2003268215, a 
machine translation of which has been included with this Office Action. 

7. The rejection stands as per the reasons outlined in the previous Office Action, 
incorporated herein by reference. Regarding the newly added limitation in claim 2 that 
the compatibilizer is a reactive compatibilizer, one of ordinary skill in the art would 
reasonably expect that the composition of Sakai would contain a compound having the 
same structure as the claimed resin modifier as discussed in the previous Office Action; 
the examiner therefore takes the position that the properties of said compound would 
necessarily be the same as claimed and inherently be not materially different from those 
of the claimed invention. 



Response to Arguments 

8. Applicant's arguments filed 06/17/2009 regarding claims 1-6 have been fully 
considered but they are not persuasive. The examiner notes that independent claim 1 is 
written in product-by-process format; process steps are therefore considered only to the 
extent that they affect the final structure and/or properties of the claimed invention . 

9. Applicant has amended independent claim 1 to recite "a resin modifier (C) 
obtained by reacting a mixture consisting essentially of a polyolefin (A) which contains 
functional groups reactive to carbodiimides and a carbodiimide-containing compound 
(B); applicant further cites the data presented in the specification for two examples as 
evidence that the presence of additional polymer components (D) and (E) during the 
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reaction of component (A) with (B) alters the basic and novel properties of claimed resin 
modifier (C). Inventive Example 1 discloses a composition prepared via a process 
wherein components (A) and (B) are first reacted to form the resin modifier (C), followed 
by mixing said resin modifier (C) with components (D) and (E). Comparative Example 
13 discloses a composition prepared by combining components (A), (B), (D), and (E); 
the prior art compositions of both Maruyama and Sakai are prepared via processes 
similar to that of Comparative Example 1 3. 

10. It has been held that "consisting essentially of limits the scope of a claim to the 
specified materials or steps "and those that do not materially affect the basic and novel 
characteristic(s) of the claimed invention :" see In re Herz, 537 F.2d 549, 551-52, 190 
USPQ 461, 463 (CCPA 1976). Absent a clear indication in the specification or claims of 
what the basic and novel characteristics of the invention actually are, the phrase 
"consisting essentially of will be construed as equivalent to "comprising" for the 
purposes of searching for prior art under 35 U.S.C. 102 and 103; see PPG, 156 F.3d at 
1355, 48 USPQ2d at 1355 (MPEP § 2111.03). As discussed above, the data cited by 
applicant for Example 1 discloses the properties of a composition comprising resin 
modifier (C) and two additional polymers. Independent claim 1, however, only recites 
resin modifier (C); the claimed invention of claim 1 is not a composition comprising resin 
modifier (C) in addition to polymers (D) and (E). The examiner therefore takes the 
position that the data of cited examples are not commensurate in scope with the 
claimed invention . 
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1 1 . Furthermore, the examiner notes that, based on the provided data, it is not clear 
whether the different properties are the result of changes in the structure/properties of 
resin modifier (C), as alleged by applicant, or are the result of different amounts of resin 
modifier (C) being present in the final compositions of the Inventive and Comparative 
Examples. The examiner therefore takes the position that the data cited by applicant at 
best demonstrates an alleged material difference in the properties of two compositions 
prepared via different processes; the data is not sufficient to demonstrate that the novel 
and basic characteristics of the claimed resin modifier (C) are materially altered by the 
presence of the additional polymer during the reaction of components (A) and (B). 

12. As discussed in the previous Office Action, both Maruyama and Sakai disclose 
compositions prepared by combining a polyester, a polyolefin grafted with maleic 
anhydride, taught by applicant to be suitable as claimed polyolefin (A), and a 
carbodiimide-containing compound, corresponding to claimed carbodiimide (B). As the 
prior art compositions both comprise 1) carbodiimide compounds and 2) polyolefins 
having functional groups reactive towards carbodiimide compounds, one of ordinary skill 
in the art would reasonably expect that at least some of the carbodiimide molecules and 
graft-modified polyolefin molecules would react, resulting in the claimed resin modifier 
that is the product of reacting a polyolefin (A) having carbodiimide-reactive functional 
groups and carbodiimide-containing compound (B). As the PTO is not equipped to 
perform experiments, the burden is shifted to applicant to provide factual evidence that 
the claimed resin modifier is not present in the compositions disclosed by Maruyama 
and Sakai. 
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13. Applicant's argument that Maruyama does not require the addition of a 
carbodiimide-containing compound is not persuasive, as the rejection outlined in the 
previous Office Action was based on a prior art Example wherein said carbodiimide- 
containing compound was added to the composition (see paragraphs 10-12of the 
previous Action, incorporated herein by reference). 

Allowable Subject Matter 

14. Claim 15 is allowed. 

15. Claims 7-11 and 13 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

16. The following is a statement of reasons for the indication of allowable subject 
matter: Claims 7 and 15 recite the following: 

7. C ii i i *" A iko < oh i [ «<>r I i titj mm [ , r* c ' 

comprising from t to JO ^ % ^ t ^ th i« - i Ui i t Mtjt « 
Un-.-' f 'i,- t<y igl i u h a t iff Q ot r con a n ? g c /rrn ) (D), and 

fO fcM &><"< « _! ]h tf f il< ft fl f * 1 it f t ! !i ft' 

(C), (D) and (E) is 100% by weight, 
wherein claim 1 defines resin modifier (C) as being obtained by reacting a mixture 
consisting essentially of a polyolefin (A) having a group reactive towards carbodiimides 
and a carbodiimide-containing compound (B), wherein the content of carbodiimide 
group is from 1 to 200 mmol per 100 g of resin modifier. 
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U i ' HP \V "! 1 ^ tl I VI I-Stt>( t 

comprising: 

aslegof kreaony an n <. , e- > ^ r ^« ^ r- j oi u i ir< N * u a 

li>C *l m * f<! * t ' tf t [ r i } tl uK) N'i 
nu tj r i _ 'h rt t * m t 

imslps m. rnhc ,»„■ i eufij * fit j 

Tt t < ^ rt InMiJn i m 1 J. L w J. it >i ! tn d t r 

from 8G tc - 1 | ; iht o* tho knQac te d- ^re^-e^afe^ha^ a polar group- 
;onla!fiing polymer (D) an Iron tc | t? x e^h i of an olefin polymet I;;: 

17. The closest prior art is Maruyama et al, US4707512. Example 13 of Maruyama 
discloses a composition comprising 100 parts by weight polybutylene terephthalate, 
corresponding to the claimed polar group-containing polymer (D); 12 parts by weight of 
an ethylene/1 -butene copolymer grafted with maleic anhydride, corresponding to the 
claimed polyolefin (A); and 0.5 parts by weight bis(dipropylphenyl)carbodiimide 
corresponding to the claimed carbodiimide-containing compound (B). 

18. With regards to claim 7, Maruyama does not teach nor does it fairly suggest a 
composition defined by the claimed combination of limitations of 1 to 30% by weight of 
resin modifier (C), 25 to 80% by weight of a polar group-containing polymer (D), and 5 
to 60% by weight of an olefin polymer (E), provided that the sum of (C), (D), and (E) is 
1 00% by weight. 

19. With regards to claim 15, the composition of Murayama is prepared by a process 
comprising the steps of mixing the compounds discussed in paragraph 15 all at once. 
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The prior art does not teach nor does it fairly suggest a process defined by the claimed 
combination of steps currently recited in independent claim 15. 

Conclusion 

20. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Lenihan whose telephone number is (571)270- 
5452. The examiner can normally be reached on Monday through Thursday from 7:30- 
5:00 PM, and on alternate Fridays from 7:30-4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ Irina S. Zemel/ /Jeffrey Lenihan/ 

Primary Examiner, Art Unit 1796 Examiner, Art Unit 1796 

/JL/ 



